GALLAGHER & KENNEDY
PA.
LAW OFFICES
2575 EAST CAMELBACK ROAD
DONNA HOWARD CATALFIO PHOENIX, ARIZONA 85016-9225
DIRECT DIAL: (602) 530-8208 PHONE: (602) 530-8000
E-MAIL: DHC@GKNET.COM Fax: (602) 530-8500
WWW.GKNET.COM
March 23, 2004 —
VIA EXPRESS MAIL 03-23-2004

U.S. Patent & TMOfc/TM Mail Rept Dt. #22

Mr. Peter Cataldo

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, VA 22202-3513

Re:  Opposition No. 91156061, Central Mfg. Co. v. Go Daddy Software, Inc.
Our Reference No. 15569-0004

Dear Mr. Cataldo:

Enclosed is a copy of Exhibit "A" to Applicant's Motion to Cease Ex Parte
Communication that was inadvertently omitted from the original Motion previously filed with
the TTAB. By copy of this letter to Leo Stoller of Central Manufacturing Co., [ am providing
Opposer with a copy of the same.

Should you have any questions, please feel free to call.

Sincerely,

GALLAGHER & KENNEDY, P.A.

Donna H. Catalfio
For the Firm
DHC:jk
Enclosure
cc: Leo Stoller (via facsimile and Express Mail)

1168291/15569-0004




CERTIFICATE OF SERVICE

I hereby certify that a copy of Exhibit "A" to the Motion for Order to Cease Ex Parte
Communication is being deposited on March 23, 2004, with Express Mail in an envelope
addressed to the United States Patent and Trademark Office, Trademark Trial and Appeal Board,
and one copy mailed via Express Mail to Leo Stoller as follows:

Mr. Peter Cataldo

United States Patent and Trademark Office
Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, VA 22202

Leo Stoller

CENTRAL MFG., Opposer
Trademark & Licensing Dept.
P.O. Box 35189

Chicago, IL 60707-0189

(S

1168303/15569-0004
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Writer’s Direct Line
480.505.8854
fsancHez@godaddy.com

March 3, 2004

Brian Lacorte, Esq. , M

Gallagher & Kennedy
2575 E. Camelback Rd.

. 03-23-2004
Phoenix, AZ 8501-69225

U.8. Patent & TMOfc/TM Mail Rept Dt. #22

Re:  StealthRay Trademark Opposition
Dear Brian: ' o d

ry

I have enclosed the letter to which Ms. Jones referred in her recent telephone conversation with
you. ' '

If there are any questions please feel free to call me or Ms. Jones.

Very truly yours,

GO DADDY SOFTWARE, INC.

F ranci?cfé@n@:%%

Compliance Administrator

- FIS/

Encl.

EXHIBIT "A"

14455 N. Hayden Road, Suite 219 # - Scottsdale, AZ 85260 +#  480-824-1300 +4  Fax 480-824-1499
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LICENSING STEALTH BRAND PRODUCTS & SERVICES SINCE 1985
P.O. Box 35189, Chicago, IL 60707-0189
VOICE 773/283-3880 * FAX 708/453-0083 * WEB PAGE: www.rentamark.com

February 27, 2004
GODADDY SOFTWARE
14455 N Hayden Road
Suite 219

Scottsdale, AZ 85260

Dear President:

Re: DOMAIN NAME DISPUTE

Please be advised that we are the owner of all right, title and interest in and to the mark
STEALTH. These STEALTH mark(s) are registered with the United States Patent and
Trademark Office in numerous classes of goods and services. We are also the exclusive
worldwide Licensor of the mark STEALTH as contained in the Who's Who in the Licensing
Industry.

We have just learned that your company is using the STEALTH mark as a corporate name,
trademark, tradename, domain name, and/or service mark. It is our opinion that the
unauthorized use of our well-known STEALTH mark constitutes an infringement of our common
law rights in and to the mark STEALTH and/or our registered trademarks, if not actual
counterfeiting. If your mark were ever to publish for opposition we will oppose it and/or file a
petition to cancel it.

In arguendo, if the said products or services are different, both federal and state laws protect
the owner of a famous and distinctive trademark from "dilution" of its mark. The FTDA
provides, in pertinent part, that

the owner of a famous mark shall be entitled, subject to the principles of equity
and upon such terms as the court deems reasonable, to an injunction against another person's
commercial use in commerce of a mark or trade name, if such use begins after the mark has
~become famous and causes dilution of the distinctive quality of the mark.

15 U.S.C. §1125(c)(1). The FTDA defines "dilution" to mean:
the lessening of the capacity of a well known mark to identify and distinguish

goods or services,

(1) competition between the owner of the famous mark and other parties, or
(2) likelihood of confusion, mistake, or deception.




15 U.S.C. §1127:

likelihood of injury to business reputation of dilution of the distinctive quality of
a mark or trade name shall be a ground for injunctive relief in cases of infringement of a mark
registered or not registered or in cases of unfair competition, notwithstanding the absence of
competition between the parties or the absence of confusion as to the source of goods or
services.

N.Y. Gen. Bus. Law §360-/(McKinney Supp. 1999) (emphasis added) (formerly §368-d).

The type of dilution pertinent to the present case is "blurring," a process that may occur
"where the defendant uses or modifies the Plaintiff's trademark to identify the defendant's
goods or services, raising the possibility that the mark will lose its ability to serve as a unique
identifier of the plaintiff's product." Homel, 73 E 3d at 506 (quoting Deere & Co. v. MTD
Products, Inc., 41 F. 3d 39, 43 (2d Cir. 1994) (emphases in original). "Injury to the mark
selling power need not involve any confusion as to source or sponsorship. The legislative
history of §368-d underscores this understanding by giving examples of hypothetical violations:
DuPont shoes, Buick aspirin tablets, Schiltz varnish, Kodak pianos, Bulova gowns, and so
forth." Hormel, 73 F. 3d at 506 (quoting 1954 N.Y. Legis. Ann. 49-50).

In sum, in order to prevail on a dilution claim we are not required to prove likelihood of
confusion. Trademark dilution statutes are designed to:

cover those situations where the public knows that the defendant is not
connected to or sponsored by the Plaintiff, but the ability of the Plaintiff's mark to serve as a
unique identifier of the Plaintiff's goods or services is weakened because the relevant public
now also associates that designation with a new and different source... Thus, where the classic
likelihood of confusion test leaves off, the dilution theory begins.

We will be substantially and irreparably damaged should this infringement and counterfeiting
continue. We, therefore, request that GODADDY SOFTWARE immediately cease and desist
from the use of STEALTH as a Corporate name and/or trademark. In order to mitigate further
damages, the following actions on your part are required:

- immediate discontinuance of all use of the subject trademark;
- turning over to us all materials in your possession which bear the subject trademark;

and
- an accounting of all sales made to date of the bearing of such mark

Please understand that should you not immediately take the above actions and should litigation
become necessary, we will also demand:

- an award of damages for all lost sales and profits; and
- an award of attorneys' fees




We strongly recommend that you present this letter to your attorney and have him or yourselves
call us as soon as possible on or by March 25, 2004, to resolve this matter amicably.

If we do not hear from you by that time, we will presume that you do not intend to voluntarily
take the necessary actions outlined above.

We await your response.

Most cordially,

adio N0l

Leo Stoller
STEALTH

P O Box 35189
Chicago, IL 60707
Tel: 773/283-3880
FAX: 708/453-0083

enclosures

C:\MARKS28\GO.C&D




. ] ) untitled
WHOIS information for bestealth.com:

Registrant:
Godaddy Software
14455 N Hayden Rd
Suite 219

« Scottsdale, Az 85260

- United States

. Registered through: Gobaddy.com
Domain Name: BESTEALTH.COM
Created on: 04-Nov-03
Expires on: 26-0ct-04
Last Updated on: 04-Nov-03

Administrative Contact:
domains for sale, Godaddy Software domains4sale@godaddy. com
Godaddy software
14455 N Hayden Rd
Suite 219
Scottsdale, Az 85260
United States
480-505-8800 Fax -- 480-505-8844
Technical Contact:
domains for sale, Godaddy Software domains4sale@godaddy.com
Godaddy Software
14455 N Hayden Rd
Suite 219
Scottsdale, AZ 85260
united States
480-505-8800 Fax -- 480-505-8844

Domain servers in listed order:

PARK11l.SECURESERVER.NET
PARK12.SECURESERVER.NET

Page 1




What is this Cease and Desist Letter

Success breeds imitation. The more popular and successful a

Trademark and/or intellectual property like our STEALTH brand

becomes, the more probable the chances that infringing products, services
or companies calling themselves STEALTH have appeared.

The opportunity to take for free what others pay a royalty for is a
strong incentive to some companies. Contrary to the mistaken notion, that
any well known symbol and/or word that my be found in the dictionary like
STEALTH is freely available to any company to adopt as their trade name,
service mark or trademark, in the 21" Century, is simply false. There are
no well known trademarks, service marks, trade names and/or domain
names that have not already been adopted by some other company first. as
in the case at bar. In the same manner that there is not any real property in
the 21* Century that can be acquired for free or homesteaded. There is no
free well known intellectual property left in the 21 Century. No free rides!
However it is our obligation, as the Trademark owner to police and protect
our intellectual property, our famous STEALTH MARK each and every
day. Otherwise an intellectual property owner will not own it’s property for
long. Since there are no well known marks that have not been adopted by
some company. There will always be a legal battle by certain companies to
attempt take those finite well known marks, like STEALTH from their
original owners without compensation. It’s the capitalistic law of the jungle

Thus, once an infirnger is identified, as in the case at bar, it is
imperative that the infringer be stopped. However, filing a lawsuit
immediately is neither suggested nor viable. The first step that must be
taken is to alert the infringer. You have been identified and it is demanded
that you cease and desist from the sale and offering for sale of the infringing
products or services or using our well known STEALTH trademark as your
company name, tradename, trademark, service mark and/or domain name.
This warning included a recitation of all the actions required by you, the
alleged infringer, such as identifying all profits made from the infringing
products or services or the use of a confusingly similar corporate name.
There can be grave consequences by continuing the alleged infringement.
Furthermore, it is good business practice to put you on notice before
litigation may is pursued. It always pays to first attempt to resolve
trademark controversies outside of Court intervention. Please call us at
773-283-3880 to resolve this controversy amicably. Fax 708-453-0083



74-327,774

Stealth

Paper goods and printed matter,
namely, pens, pencils, drawing rulers,
paper clips, rubberbands, memo pads,

adhesive tape for stationery or

household use, non-electric erasers,
shap-off blade cutter for cutting paper,
pencil sharpener, fountain pens, ballpoint
pens, stationery, namely, writing paper
and envelopes, playing cards and comic
books.

2-Nov-92

January, 1986

75-019,143

75-016,560

Stealth

Stealth

Computers, dot matrix printers;
computer disc drives, fax modem cards;
computer monitors, computer keyboards,

computer diskette storage containers,
computer software for computer setup
and data base files, blank video films and
video tapes; safety goggles, radios;
photographic and video cameras;
compressed air cylinders for use with
breathing apparatus.

13-Nov-95

January, 1985

1T Flashlights, pen lights, electric lamps,

floor fans, wall fans, desk fans, portable
fans.

8-Nov-95

January, 1985

75-036,382

75-185,379

Stealth

Bowling alley cleaning machines and
marine propellers.

8-Dec-95

October, 1993

Stealth

. Automobile-mounted radar detectors.

22-Oct-96

January, 1994

75-849,316

Steaith

Baling machines for use in material
recycling and waste material disposal.

16-Nov-99

February, 1999

76-071,233

Stealth

Households air cleaners, household air
cleaners with ionizer, domestic and
commercial air purifiers, air conditioners.

25-Oct-95

76-215,703

01/08/04

Stealth

Baseball, softball, t-ball bats.

Page 1

9-Feb-01

July, 1995

January, 2001




75-565,743

75-829,875

78-114,518

76-053,720

76-470,920

Stealth

Racing automobiles and structional parts
therefor.

7-Oct-98

August, 1992

Stealth Visor

BP Stealth

Aﬁfi;éiare visor stops glare caused by

sunlight or back lighting on computer
monitors, laptops and other electrical
displays.

Bicycle parts.

22-Oct-99

September,
1999

13-Mar-02

January, 1999

igloo Stealth

Insulated food transport and dispensing
containers.

22-May-00

Stealth
Literacy

Series of children's books.

27-Nov-02

76-236,749

Stealth Belt

Fishing back support belts and
harnesses; back support belts as part of
a fishing pole support harness; back
support belts for support of fishing poles
with gimbel! or uni-butt receiver; back
support belts for use on deep sea fishing
vessels; back support belts with quick
release hook and loop shoulder straps;
adjustable shape back support belts.

6-Apr-01

October, 1999

October, 2002

April, 2001

78-276,411

Net-Stealth

Internet cyber security services solutions
to protect user privacy, identity and data
for Internet surfing usage, email,
connection to the Internet, and locking
web sites to prevent web site theft,
hijacking, etc.

19-Jui-03

July, 2003

01/08/04
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THE STEALTH FAMOUS BRAND
FEDERAL TRADEMARKS

01.08.04

Page 1

Int. Class 28: Sporting goods, specifically, tennis
1332378 rackets, golf clubs, tennis balls, basketbalis, baseballs,
B Stealth soccer balls, golf balls, cross bows, tennis racket strings Central Mfg. Co.
and shuttlecocks.
1,434,642 Stealth Int. Class 12; Bicycles, motorcycles and boats. Central Mfg. Co.
- -  ———— e ————— e = . v —— ). —
1,635,372 Stealth int. Class 9: Ampllfed FM antenna designed to be Central Mfg. Co.
S hidden on a rack system.
1,717,010 Stealth Int. Class 2: Microwave absorbing automobile paint. Central Mfg.' Co.
1,766,806 Stealth Int. Class 28: Fishing tackle floats (bobbers). Central Mfg. Co.
. Int. Class 9: Cleaning system for corﬁﬁact discs o ]
1,783,910 CD Stealth comprising a container for holding and rotating compact | Central Mfg. Co.
- discs and cleaning fluid.
1,846,182 Steailth Int. Class 12: Automotive tires. Central Mfg. Co.
1,867,087 Stealth Int. Class 28: Pool Cue, pool tab_lgs, darts, billiard balls, Central Mfg. Co.
cue cases, cue racks, billiard gloves.
1,047 145 Stealth Int. Class 9: Computer hardwgre and computer utility Central Mfg. Co.
Technology software and operating manuals.
2,007,348 Stealth Squad Int. Class 16: Comic books Central Mfg. Co.
2,024,889 " The Stealth Int. Class 21: Lawn sprinklers. Central Mfg. Co.
2025156 Stealth Int. Class 6. Metal allpys for use in sporting goods and Central Mfg. Co.
transportation and window locks.
2,074,780 Stealth Int. Class 9: Automobile-mounted radar detectors. Central Mfg. Co.
2.227.069 Stealth Int. Class 36: Fpgncxal planning, mve_astment Central Mfg. Co.
management; insurance consultation.
2269113 Stealth Assault Int. Class 28: Hand-held units for playing electronic Gentral Mfg. Co.
games. - o o
2,272,891 Stealth Int. Class 14: Tie fasteners. Central Mfg. Co.




2,325,053

Stealth SMM

Int. Class 40: Manufacture and assembly of firearms to
the order and the specification of others.

Central Mfg. Co.

2,325,054

2,330,467

2,403,775

2,439,735

2,433,330

Stealth SMM
Shadow

Int. Class 40: Manufacture and assembly of firearms to
the order and the specification of others.

Stealth

Stealth

/nt. Class 18: Leather wallets, leather handbags and
leather attaché cases.

Int. Class 8: Pocket knives, non-electric can openers,
cutlery, namely, forks, knives, and spoons; nail clippers,
tweezers, scissors; and eyelash curlers.

Central Mfg. Co.

Central Mfg. Co.

Central Mfg. Co.

Int. Class 9: Radios and speakers for automobiles,
stereo speaker boxes, tape recorders, tape players and
portable stereos.

Central Mfg. Co.

Stealth

Int. Classes 8 & 10: Specialized hand tools for use in
the fabrication and assembly of prosthetic limbs and
prosthetic limb components; namely, thermoplastic
tooling, thermoset tooling and foam extraction tooling.
Prosthetic limb components; namely, shuttle locks,
pyramids, pyramid receivers, sach foot adaptors, pylons,
tube clamps, suction seals, adaptor plates, attachment
plates, prosthetic knee systems, prosthetic knee chassis
and prosthetic feet.

2,478,742

2,497,857

2,497,858

2,505,698

Stealth

Int. Class 9: Computer application software for creating
databases, blank video film and video tapes, safety
goggles, radios, photographic and video cameras.

Stealth Spray

Stealth Soap

Int. Class 28: Hunters' scent camouflage.

Int. Class 28: Hunters' scent camouflage.

Stealth

Int. Class 11: Motion activated electric lighting fixtures.

01.08.04

Central Mfg. Co.

Central Mfg. Co.

Central Mfg. Co.

Central Mfg. Co.

Central Mfg. Co.
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2,523,745

Stealth

Int. Class 26: Plastic buckles and fasteners for use in
connection with backpacks, tote bags, sporting goods
and foul weather gear and apparef and other similar
articles.

2,551,385

2,636,049

Stealth

Stealth

Int, Class 9: Electric locks for garage doors.

Int. Class 10: Orthodontic appliances, naméiy_/, '
orthodontic brackets, arch wires, lingual holding arches
and hooks.

Central Mfg. Co.

Central Mfg. Co.

Centrat Mfg. Co.

2,641,546

2,657,452

Stealth

Int. Class 7: Bailing machines for use in material
recycling and waste material disposal.

Stealth

Int. Class 28: Toys, sporting goods, namely, model
airplane kits, toy boats, toy guns, toy robots, and toy
soldiers.

Central Mfg. Co.

Central Mfg. Co.

2,737,991

2,744,536

Stealth

Int. Class 28: Fishing back support belts and harnesses;
fishing belts, namely, back support belts as part of a
fishing pole support harness; fishing belts, namely, back
support belts for support of fishing poles with gimbe! or
uni-butt receiver,; fishing belts, namely, back support belts
for use on deep sea fishing vessels; fishing belts, namely
back support belts with quick release hook and loop
shoulder straps; fishing belts, namely, adjustable shape
back support beits.

Central Mfg. Co.

Stealth Dust

Int. Class 28: Hunters' scent camouflage and
neutralizer.

Central Mfg. Co.

2,761,682

Stealth Pod

Int. Class 9: Camera Tripods

Central Mfg. Co. (Inc.) is the rights holder in the above STEALTH Federal Trademark Registrations,
notwithstanding what the Principal Register may indicate, nor what the Assignment Division records

may indicate.

Central Mfg. Co.

01.08.04
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At the Patent and Trademark Office we have engaged in a diligent policing effort
and have succeeded in successfully canceling or opposing the following STEALTH
registrations and/or registrations:

WE SUCCESSFULLY POLICE OUR STEALTH PROPERTY

We have prevailed in opposing fhe following STEALTH marks:
Adamilk Corporation, App. SN 76-141,681 for STEALTH VINE, Int. Cl. 28
Alchemy Nominees Ptd. Ltd., App. SN 75-784,063 for STEALTH, Inc. Cl. 6
Aluminum Company of America for STEALTH/Int. Cl. 6
Ameribag, Inc., App. SN 76-284,681 for THE STEALTHY HEALTHY BACK BAG
American International Marketing App. SN 75-874,282 STEALTH Int. Cl. 28
Applied Sewing Resources, App. SN 74-468,963 for STEALTH
Alta Mere Industries, Inc. App. SN 75-334,172 for STEALTH
(Art) N for STEALTH Negative Phscologram/Int. Cl. 9
Brentwood TV Funnies, App. 74-713,194 for STEALTH Warriors
British Telecommunications, App. 75-711,176 for STEALTHGUARD
Burros, David, App. SN 75-175,570 for STEALTH Trust
Catena Networks, Inc., SN 75-833,189 for STEALTHDRIVE
Changing By Design, Inc. App. SN 78-074,650 for STEALTH ROCKET Int. Cl. 12
Condor Mfg Co.,App. SN 75-753,820 for STEALTH Framer
Crown Intern'l Inc., App. SN 74-643,872 for STEALTH
D'Arcangelo & Co., App. SN 75-541,914 for STEALTH AUDUT
Deer, Richard A., App. SN. 76-332,352 for STEALTH BOMBERS Int. Cl. 030
Dees Creations, Inc., App. SN 75-318,512 for STEALTH
Delaware Capitol Formation, Inc., SN 75-480,414 for STEALTH
Dennis Braid, App. SN: 76-236,749 for STEALTH BELT
Diversey Lever. Inc., App. SN 75-752,455 for STEALTHDRY C1 3
Diversified Specialists, Inc., 74-205,517 for STEALTH Force/Int. Cl. 28
Doc's Deer Farm and Scents. 75-932,731, 75-932,736 STEALTH
Dow Agro Sciences LLC, App. 76-070,055 for STEALTH Cl. 5
Duplicator Technologies, Reg. No. 1,769,729 for STEALTH FRICTION DRIVE DAMPENER
Dynascan Corp., Opp. No. 88,906 for STEALTH
Edurus, Inc., Opp. No. 91158609 for STEALTH PAINTBALL in Int. CL. 35
Evox, Inc., Opp. No. 91154472, for STEATHWARE
Fantom Technologies, App. SN 78-014,040, for FANTOM STEALTH Int. CL. 07
Flexible Mining Co. App. SN 75-762,791 for LASER-CAST STEALTH Int. Cl. 013
Halliburton Energy Services, Inc., App. SN 76-117,194 for STEALTH Int. Cl. 013
Heritage Mfg. Co., 74-735,867 STEALTH 9MM and 74-735,868 for STEALTH 9MM Shadow

(assigned to us) '








































